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Sir: 

The references cited on attached form PTO/SB/08A and PTO/SB/08B are being 
called to the attention of the Examiner. In accordance with 37 CFR § 1.98(d), copies of the 
references can be found in Application No. 09/838,556, filed April 18, 2001 and issued as US 
Patent 6,586,656 on July 1, 2003 (Attorney Docket No. 015270-000424US). It is respectfiilly 
requested that the cited references be expressly considered during the prosecution of this 
application, and the references be made of record therein and appear among the "references 
cited" on any patent to issue therefrom. 

The Examiner is advised that two related patents, US 5,612,486 and US 
5,850,003, from which the present application derives priority have been subject to litigation 
(Elan Pharmaceuticals, Inc. and Athena Neurosciences, Inc. v.Mayo Foundation for Medical 
Education and Research, No. C99-4464 WHA (BZ) in the United States District Court for the 
Northern District of California). In its April 26, 1999 complaint in this suit, Elan alleged that 
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Mayo willfully infringed, contributorily infringed, or induced the infringement of United States 
Patent Nos. 5,612, 486 and 5,850,003. The complaint sought a judgment of patent infringement, 
unspecified actual and treble damages, an injunction, attorneys 1 fees, and costs of suit. Mayo f s 
May 14, 1999 Answer and Counterclaim denied that the patents were infringed, alleged the 
patents were invalid and unenforceable due to inequitable conduct and unclean hands and sought 
a declaratory judgment of noninfringement, invalidity, or unenforceability due to inequitable 
conduct and unclean hands, an injunction precluding enforcement of the patent, and attorneys 1 
fees and costs of suit. 

On April 27, 2000, Mayo moved for summary judgment on the grounds of 
anticipation. On June 15, 2000, the District Court issued an Order Granting Defendant's Motion 
for Summary Judgment of Anticipation and entered Judgment in favor of Mayo. In its Order, the 
District Court found United States Patent Nos. 5,612, 486 and 5,850,003 invalid as being 
anticipated by United States Patent No. 5,455,169. Notwithstanding the fact that Applicants 
submitted the '169 patent in the prosecution of the f 486 patent and the Examiner indicated her 
consideration of the '169 patent by initialing the IDS and issuing a Supplemental Notice of 
Allowance, Mayo alleged that Elan and Athena had committed inequitable conduct by 
withholding the f 169 patent. Mayo presented the crux of its argument and evidence of inequitable 
conduct to the District Court in its motion for summary judgment. However, the District Court 
found in an Order Denying Mayo f s Ex Parte Motion To Stay Deadline For Motion for Attorney's 
Fees that l! [t]he present record would not support a finding that this was an exceptional case 
under 35 U.S.C. 285. Mayo will not be allowed to re-open the judgment to submit new material 
showing that there was fraud on the PTO or on any other ground." On July 1 8, 2000, Elan's 
Appeal of the district court's decision was docketed in the United States Court of Appeals for the 
Federal Circuit as Case No. 00-1467. The Federal Circuit has issued a decision reversing the 
district court's decision. However, the Federal Circuit's decision has been vacated pending en 
banc rehearing. No en banc decision has yet issued. 
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As provided for by 37 CFR 1.97(g) and (h), no representation is being made that a 
search has been conducted or that this statement encompasses all the possible relevant 
information, and ho inference should be made that the information and references cited are, or 
are considered to be material to patentability because they are in this statement. No inference 
should be made that the information and references cited are prior art merely because they are in 
this statement. 

Applicant believes that no fee is required for submission of this statement. 
However, if a fee is required, the Commissioner is authorized to deduct such fee from the 
undersigned's Deposit Account No. 20-1430. Please deduct any additional fees from, or credit 
any overpayment to, the above-noted Deposit Account. 

Respectfully submitted, 

Joe Liebeschuetz 
Reg. No. 37,505 

TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, 8 th Floor 

San Francisco, California 941 1 1-3834 

Tel: 650-326-2400 

Fax: 650-326-2422 
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